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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 9-11, 18-40 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

a. Regarding claims 9-11,18,21 -22, 29, and 35 the term "soluble polymer" 
is considered indefinite since the solubility of the polymer would depend upon the 
type of solvent, where a solvent is neither disclosed; therefore, the metes and 
bounds of the limitation are not defined. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

4. Claims 1, 5-6, 8, 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Haga [JP 200305961 1] in view of Dews [US 3859139]. 

Regarding claim 1 , Haga teaches a method of making an anisotropic conductive 
sheet [title] with perforations (cavities), where the sheet is made of porous [abstract], 
resin material [001 1]. The prior art also teaches forming a plurality of perforations 
extending through the first surface of the porous resin base to the second surface of the 
porous resin base [Fig. 2] and treating surface of such cavities with a metal coating 
[abstract]. Haga is silent to steps 1-2, and 4 of the instant claim. Dews remedies this. 

Regarding claim 1 , Dews teaches a method of making a composite, where the 
method includes filling the pores of a porous hydrophilic matrix with a filler, solidifying 
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the filler, treating the matrix while the filler is in solidified form, and thereafter removing 
the filler [abstract], where the matrix may comprise of polymeric material [col 2, In 18]. 

It would have been obvious to one with ordinary skill in the art at the time of the 
invention to impregnate the porous base with a liquid or solution. One would have been 
motivated to do so to prevent unwanted treatment of the internal pores of the porous 
base [Dews, col 2, In 5-7] and to desirably treat specific areas (i.e. surface of cavities) of 
the porous base for a desirable final product. 

Regarding claims 5 and 6, Haga in view of Dews teaches the liquid is a 
substance having a solidifying point or melting point within a range of -150 to 150°C 
which is water [Dews, col 3, In 17]. 

Regarding claim 8, Haga in view of Dews teaches the substance having a 
solidifying point or melting point within the range of from -150 to 150°C is impregnated 
into the porous matrix, where the substance is solidified at a temperature not higher 
than the solidifying point or melting point to form a solid substance, and then at a higher 
temperature than the solidifying point or melting point the substance is then removed 
[Dews, col 3, In 15-25]. It would have been apparent to one with ordinary skill in the art 
that such impregnation step of the substance would be facilitated as liquid form under 
temperature conditions. 

Regarding claim 17, Haga in view of Dews teaches the cavities may be made by 
using synchrotron radiation and a laser beam (etching by light abrasion) [Haga, 0015]. 
5. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Haga in 
view of Dews and further in view of Aubrey [US 4978452]. 
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Teaching of Haga in view of Dews is aforementioned. Aubrey is provided for 
further evidence. 

Regarding claim 1 , it would have been obvious to impregnate a porous base with 
a solidifying agent prior to making the perforations. One would have been motivated to 
do so in order to increase dimensional control and cost reductions [Aubrey, col 4, In 50- 
53]. 

6. Claims 2-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over Haga 
in view of Dews and further in view of Miura [Abstract: The influence of node-fibril 
morphology on healing of high porosity expanded polyetrafluoroethylene grafts]. 

Teaching of Haga in view of Dews is aforementioned. Miura is provided for 
further evidence. 

Regarding claims 2 and 3, Haga in view of Dews teaches the porous resin sheet 
can be distraction polytetrafluoroethylene or ePTFE (expanded polytetrafluoroethylene) 
[001 1]. Miura provided evidence that such acronym and fibril-node microstructure is 
common to expanded polyetrafluoroethylene [abstract] and known to one with ordinary 
skill in the art. 

7. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Haga in 
view of Dews and further in view of Weege [Basic Impregnation Techniques]. 

Teaching of Haga in view of Dews is aforementioned. The prior art is silent to use 
casting or a dipping method for impregnation. Weege remedies this. 

Regarding claim 4, Weege teaches basic impregnation techniques [title], where 
dipping [pg 710, col 1] and full encapsulation (casting) [pg 715, col 1] are disclosed. 
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It would have been obvious to one with ordinary skill in the art at the time of the 
invention to use either dipping or casting for impregnation. One would have been 
motivated to do so for various advantages such as increasing simplicity and ease 
[Weege, pg 710, col 1], cost-effectiveness [Weege, pg 711, col 2], or environmental 
friendliness [Weege, pg 715, col 1]. 

8. Claims 7, 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Haga in view of Dews and further in view of Hashizume [US 5946556]. 

Teaching of Haga in view of Dews is aforementioned, but is silent to teaching 
using a paraffin having a melting point of at least 15°C. Hashizume remedies this. 

Regarding claims 7 and 9-10, Hashizume teaches a method of fabricating a 
semiconductor device, where a paraffin wax is used to mask a cavity in the device 
[abstract]. The prior art further teaches the paraffin wax solidifies at room temperature 
(i.e. 15°C) [col 1 1 , In 3-6], where it would have been apparent that the melting point of 
the paraffin would have been at least 15°C or higher. Moreover, it would have been 
obvious to one with ordinary skill in the art to elect a substance with optimal solidifying 
or melting temperature that is similar to the substance provided by the prior art to expect 
similar material properties. 

It would have been obvious to one with ordinary skills in the art at the time of the 
invention to use paraffin as the solidifying material. One would have been motivated to 
do so to for its optimum melting property and optimum vaporizing property [Hashizume, 
col 8, In 12-13]. 
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9. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Haga in 
view of Dews and further in view of Amundson [US 64981 14]. 

Teaching of Haga in view of Dews is aforementioned, but is silent to the limitation 
of claim 1 1 . Amundson remedies this. 

Regarding claim 1 1 , Amundson teaches using a solvent-base polymer as a 
mask, where the solvent based polymer may be removed with a solvent [col 7, In 1-2]. 

It would have been obvious to one with ordinary skills in the art at the time of the 
invention to using a soluble polymer as a mask and use a solvent to remove such mask. 
One would have been motivated to do so to avoid imparting substantial effects to the 
base [Amundson, col 7, In 5] (i.e. damage). 

1 0. Claims 1 2-1 6 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Haga in view of Dews and Amundson and further in view of Orio [US 4533445] and 
Formanek [US 5128207]. 

Teaching of Haga in view of Dews and Amundson is aforementioned and further 
teaches a polymer may be cured to form a mask [Amundson, col 6, In 66-67], but is 
silent to the limitations of claims 1 2-1 6. Orio and Formanek remedies this. 

Regarding claims 12-16, Orio teaches a U.V. curable coating composition 
comprising acrylated or methacrylated oligomers is suitable as a mask for electronic 
devices [abstract], where it would have been apparent that the composition would 
undergo chemical reaction upon exposure to U.V. light. 

It would have been obvious to one with ordinary skills in the art at the time of the 
invention to use a U.V. masking composition. One would have been motivated to do so 
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to increase savings in terms of energy consumption, equipment, space and time [Orio, 
col 1, In 30-33]. 

Regarding claims 12-16, Formanek provides further evidence that polymethyl 
methacrylate (part of the methacrylate family) in solution is known in the art to be used 
as a mask suitable for micro-electronics [col 1, In 20-25]; where the prior art teaches 
such mask can be removed by a solvent such as acetone [Amundson, col 7, In 3], also 
evidenced by the applicant's specification in paragraph 0152. 
1 1 . Claims 1 8-1 9, 22, 24-25, 27-28 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Haga in view of Dews and Aubrey and Amundson and Ferrara 
[US3791939]. 

Teaching of Haga in view of Dews and Aubrey and Amundson is 
aforementioned. 

Regarding claims 18-19, 22, 24, 27-28, Haga in view of Dews and Aubrey and 
Amundson further discloses using a casting method allows the porous base to be 
impregnated to form layers of the solid substances on first and opposite second 
surfaces of the base [Aubrey, Fig. 3], where it would have been obvious to one with 
ordinary skill in the art at the time of the invention to form a layer of the solid substance 
on the first and opposite second surfaces of the porous base. One would have been 
motivated to do so in order to ensure complete impregnation and improve fabrication of 
the product. Moreover, the prior art teaches coating the inner cavities of the porous 
base with a metal layer using plating [Haga, 0016]; where it is disclosed that electroless 
deposition is known in the art for plating metal layers within such cavities [Haga, 0006]. 
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Regarding claims 18-19, 22, 24, 27-28, Ferrara is provided as evidence to 
support that electroless plating requires a catalyzation step which the surface to be 
electrolessly plated with a metal has placed thereon a material, which is usually a metal 
salt and described as a catalyst to provide nucleating sites for the metal [col 1 , In 54- 
65]. 

Regarding claims 25, Haga in view of Dews and Aubrey and Amundson and 
Ferrara teaches such solvent may be acetone, where it would have been apparent that 
such solvent would hardly dissolve the porous resin base (PTFE) as evidence by the 
applicant's specification [0169]. 

12. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Haga in 
view of Dews and Aubrey and Amundson and Ferrara, and further in view of Miura. 

Teaching of the prior art is aforementioned. 

Regarding claim 20, teaching applied to claim 3 and 19 is further applied to claim 
20 to meet the limitations of the instant claim. 

13. Claims 21 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Haga in view of Dews and Aubrey and Amundson and Ferrara, and further in view 
of Hashizume. 

Teaching of the prior art is aforementioned. 

Regarding claim 21, teaching applied to claim 10 and 18 is further applied to 
claim 21 to meet the limitations of the instant claim. 

Regarding claim 26, teaching applied to claim 7 and 18 is further applied to claim 
26 to meet the limitations of the instant claim. 
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14. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Haga in 
view of Dews and Aubrey and Amundson and Ferrara, and further in view of Oho and 
Formanek. 

Teaching of the prior art is aforementioned. 

Regarding claim 23, teaching applied to claims 12-13 and 18 is further applied to 
claim 23 to meet the limitations of the instant claim. 

1 5. Claims 29-30, 35, 37-40 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Haga in view of Dews and Amundson and Ferrara further in view of 
Echigo [US 20020029906]. 

Teaching of the Haga in view of Dews and Amundson and Ferrara is 
aforementioned, but is silent to laminating porous resin layers as masks on both surface 
of a porous resin base to form a laminate of a 3-layer structure and removing the masks 
from the base. Echigo remedies this. 

Regarding claim 29, Echigo teaches a process for manufacturing a circuit board 
using a removable mask film [title], where the masks are applied to both sides of the 
substrate [abstract], preferably by a lamination process [0026], where the substrate is a 
porous insulating substrate [0008]. Furthermore, Echigo teaches the removable film can 
be made of polyimide [0024] (porous resin in light of applicant's specification, paragraph 
0074). 

It would have been obvious to one with ordinary skills in the art at the time of the 
invention to laminate removable masking layers on both sides of the base. One would 
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have been motivated to do so to decrease the effects of residual strain and improve fine 
dimensional accuracy [abstract] for a better product. 

Regarding claims 29-30, 35, 37-40 teaching applied to claims 18-19, 22, 24-25, 
27-28 is further applied to claims 29-30, 35, 37-40 to meet the limitations of the instant 
claims. 

16. Claim 31 is rejected under 35 U.S.C. 103(a) as being unpatentable over Haga in 
view of Dews and Amundson and Ferrara and Echigo, and further in view of Miura. 

Teaching of the prior art is aforementioned. 

Regarding claim 31 , teaching applied to claim 20 and 29 is further applied to 
claim 31 to meet the limitations of the instant claim. 

17. Claims 32-34, 36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Haga in view of Dews and Amundson and Ferrara and Echigo, and further in view 
of Oho and Formanek. 

Teaching of the prior art is aforementioned. 

Regarding claims 32-34, teaching applied to claim 12-15 and 29 is further applied 
to claims 32-34 to meet the limitations of the instant claims. 

Regarding claim 36, teaching applied to claim 32 is further applied to claim 36 to 
meet the limitations of the instant claim. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
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obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claims 1-3, 18-20, 29-31 , 35, 37-40 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 18- 
20 of copending Application No. 10/551459 in view of Dews and Aubrey and 
Amundson. Teaching of the prior art is aforementioned. 

This is a provisional obviousness-type double patenting rejection. 

4. Claims 1-3, 18-20, 29-31 , 35, 37-40 provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-13 
of copending Application No. 1 1/660993 in view of Dews and Aubrey and Amundson 
and Ferrara. Teaching of the prior art is aforementioned. 

This is a provisional obviousness-type double patenting rejection. 



Conclusion 

1. No claim is allowed. 
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2. Claims 1-40 are rejected for the reasons aforementioned. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MANDY C. LOUIE whose telephone number is 
(571)270-5353. The examiner can normally be reached on Monday to Friday, 7:30AM - 
5:00PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on (571)272-1423. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/M. C. LV 

Examiner, Art Unit 1792 



/Timothy H Meeks/ 
Supervisory Patent Examiner, Art Unit 1792 



